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L This Office action vacates the final rejection mailed September 25, 2006. It has been 
determined that the provisional application is not considered to be prior art under 35 U.S.C. 102. 
Claims 1-27 are pending. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1, 4, 12-13, and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Dubinsky et al (2002/0039328) . 

Regarding claim 1, the claimed acoustic wave generator is shown as item 206; the 
claimed coupler mechanism is shown as item 406; and the claimed signal controller is shown as 
item 706. 

Regarding claim 4, see paragraph 32. 
Regarding claims 12-13, see paragraph 50. 
Regarding claim 15, see paragraph 50. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 2-3, 7, 1 1, 14, 16-18, and 20-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dubinsky et al. 
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Regarding claims 2-3, Dubinsky does not disclose a generator comprising a piezo crystal 
or wafer. Dubinsky teaches in paragraph 50 that any embodiment meeting the function of the 
invention would be sufficient. One of ordinary skill in the art would recognize that piezo 
crystals and wafers are used to generate acoustic waves. It would have been obvious to use 
these means instead of the magneto-restrictive means as suggested by Dubinsky. 

Regarding claim 7, Dubinsky discloses in paragraph 40 expandable pads and ribs which 
engage the drill pipe to couple the acoustic signal to the pipe. These correspond to the claimed 
slips and setting mechanism. The location of the slips and the number of slips is considered to 
be obvious based on the coupling requirements. 

Regarding claim 11, Dubinsky teaches a controller with processor and an acoustic 
generator drive. The system in Dubinsky does not specify if the transmitted signal is in digital 
form. It is conventional to transmit digital acoustic signals because of advantages in signal 
processing. It would have been obvious to include a ADC to convert analogue sensor signals so 
that they may be transmitted digitally or stored. 

Regarding claim 14, Dubinsky does not specify the type of sensor, only the parameter 
sensed. It is well known to use the claimed sensor types to sense the parameters of interest in 
Dubinsky. It would have been obvious to use to claimed sensors for their known function. 

Regarding claim 16, Dubinsky teaches the monitoring of down hole tools, but does not 
specify the tool type. One of ordinary skill in the art would recognize various downhole tools. It 
would have been obvious to monitor any downhole tool as suggested by Dubinsky, including the 
claimed tools. 
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Regarding claim 17, the gauge has been addressed in claim 1 which is inserted into a 
pipe. Dubinsky teaches a sensor which is equivalent to a SCADA. It would have been obvious 
to contain the sensor within a box for protection. Since the sensor assembly in Dubinsky is 
contained within the BHA, which is typically connected to the pipe, it is acoustically connected 
to the pipe. 

Regarding claim 18, this limitation has been addressed. 

Regarding claim 20, Dubinsky teaches the step of placing an acoustic generator within a 
pipe for use within a borehole and setting the acoustic generator. The gauge is considered the 
equivalent of an acoustic generator. It would have been obvious to run the gauge when the pipe 
is in the borehole since the placement of the device is not fixed. 

Regarding claim 21, Dubinsky teaches the engagement of pads or ribs which are the 
equivalent or slips. 

Regarding claim 22, the engagement of the pads establishes an acoustic path. 

Regarding claim 23, this is the method equivalent of the apparatus claim. The use of an 
apparatus in its intended manner would have been obvious. 

Regarding claim 24, a SCADA box is a sensor/transmission system. Dubinsky teaches 
the use of a sensor and transmitter. Thus, the combination of the sensor and transmitter is 
considered a SCADA box. 

Regarding claims 25-27, these are method equivalent of apparatus claims which has been 
shown to be obvious. The use of an apparatus in its intended manner would have been obvious. 
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6. 



Claims 5-6, 8-10, and 19 are objected to as being dependent upon a rejected base claim, 



but would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Albert K. Wong whose telephone number is 571-272-3057. The 
examiner can normally be reached on M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wendy Garber can be reached on 571-272-7308. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9 1 99 (IN USA OR CANADA) or 57 1 -272- 1 000. 

Albert K. Wong W / / 
November 28, 2006 .>6^ML^ 





ALBERT K. WONG 
PRIMARY EXAMINER 



